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Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-24, 72-133, and 140-141 , drawn to methods of identifying 
compounds which modulates nuclear receptor activity or modulates 
binding of a ligand to a nuclear receptor, classified in class 703, subclass 
2. This Group is subject to election of species, as set forth below. 

II. Claims 29-33, drawn to a method of modulating nuclear receptor activity in 
a mammal, classified in class 424, subclass 198.1. This Group is subject 
to election of species, as set forth below. 

III. Claims 34-35 and 39, drawn to a machine readable storage medium 
capable of graphical three-dimensional representation, classified in class 
702, subclass 27. 

IV. Claims 40-43, drawn to a machine readable storage medium comprising a 
program for correspondence of data, classified in class 708, subclass 403. 
This Group is also subject to an election of species, as set forth below. 

V. Claims 44-48, drawn to a crystal comprising a portion of an estrogen 
receptor and an agonist, classified in class 350, subclass 399. 

VI. Claims 49-51 , drawn to a crystal comprising a portion of an estrogen 
receptor and an antagonist, classified in class 350, subclass 399. 

VII. Claims 52-66, drawn to a computational method of designing a nuclear 
receptor ligand, classified in class 703, subclass 12. This Group is also 
subject to election of species, as set forth below. 
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VIII. Claims 67-71 , drawn to a method of modulating nuclear receptor activity in 
a mammal by administering a chemically modified ligand, classified in 
class 424, subclass 198.1 . This Group is subject to election of species, as 
set forth below. 

IX. Claims 1 34-1 35, drawn to method of modulating nuclear receptor activity 
in a mammal by administering an antagonist, classified in class 424, 
subclass 198.1. 

X. Claims 136-139, drawn to an isolated protein complex, classified in class 
350, subclass 399. 

The inventions are distinct, each from the other because of the following reasons: 
Invention I is not related to any of Inventions II and VIII-IX. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and 
they have different modes of operation, different functions, or different effects (MPEP § 
806.04, MPEP § 808.01). In the instant case the different inventions are directed to 
methods with different intended results, which recite different method steps. The 
compound administered in the method of Group II is not limited to be the same as that 
identified in the method of Group I, nor is the method of Group I limited to be one for 
identifying a compound for administration in the method of Group II. Further, the steps 
of any of the methods may be performed without knowledge of or reference to the steps 
or results of any other method. For these reasons, the method of Group I has a 
different operation, functions and effect than any of Groups II and VIII-IX. 
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Invention I is not related to either of Inventions III or IV. Inventions are unrelated 
if it can be shown that they are not disclosed as capable of use together and they have 
different modes of operation, different functions, or different effects (MPEP § 806.04, 
MPEP § 808.01). In the instant case the method of Group I does not recite use of the 
machine readable storage media, or instructions stored thereon of either of Groups III or 
IV, The instructions stored on the machine readable storage media of Groups II and IV 
are not those for running the method of Group I; i.e. the program steps do not reflect the 
method steps recited in the claims of Group I, therefore the products of Groups III and 
IV are not those for use in the method of Group I. Further, the products of Groups III 
and IV may be used in variety of methods, such as comparison of different 
configurations of the receptor, comparison of different receptor/protein structures, etc. 

Invention I is not related to any of Inventions V-VI or X. Inventions are unrelated 
if it can be shown that they are not disclosed as capable of use together and they have 
different modes of operation, different functions, or different effects (MPEP § 806.04, 
MPEP § 808.01). In the instant case the method of Group I does not recite use or 
production of the crystals or protein complex of Groups V-VI and X. Further, the 
products of Groups V-VI and X are not limited to be those produced by or used in the 
method of Group I. 

Invention I is not related to Invention VII. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have different 
modes of operation, different functions, or different effects (MPEP § 806.04, MPEP § 
808.01 ). In the instant case the methods of Groups I and VII are directed to different 
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results and recite different method steps and use of different products. Specifically, the 
method of Group VII recites modification of a ligand, no ligand or modification step is 
recited in the method of Group I. As the methods have different modes of operation, 
different functions, and different effects, the Groups are unrelated. 

None of Inventions II and VIII-IX is related to either of Groups lll-IV. A machine 
readable storage medium is not capable of administration to a mammal, thus the 
product of Groups lll-IV are not capable of being used in any of the methods of 
administration of Groups II and VIII-IX. 

None of Inventions II and VIII-IX is related to any of Inventions V-VI and X. The 
proteins of Groups V-VI and X are not limited to be those administered in the methods 
of Group II, VIII or IX, and none of Groups II, VIII, of IX recite use of the compounds of 
Groups V-VI and X. Thus, the Groups are unrelated. 

Neither of Groups II or IX is related to Group VII. The method of Group VII is not 
limited to design or produce the compounds administered in the methods of Groups II of 
IX, and neither of Groups II or IX recite administration of the compound designed in the 
method of Group VII, thus the Groups are unrelated. 

Groups VII and VIII are separate and distinct. While the compound administered 
in the method of Group VIII may be designed by a method similar to that of Group VII, 
the Groups are directed to different methods reciting different method steps and 
different intended results. Further, the compound administered in the method of Group 
VIII is not limited to be that designed by the method of Group VII, nor is the compound 
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designed in the method of Group VII limited to be one for administration in the method 
of Group VIII. For these reasons, the Groups are separate and distinct. 

Inventions II and VIII-IX are not related. While the method of each Group recites 
a similar preamble and a step of administration, each Group recites use of a different 
compound, and thus would be expected to produce a different result. Further, the steps 
of any one Group may be performed without knowledge of or reference to the steps or 
results of any other Group. Thus, the Groups recite different functions, and different 
effects, and are unrelated. 

Neither of Inventions III and IV is related to any of Inventions V-VI and X. 
Inventions are unrelated if it can be shown that they are not disclosed as capable of use 
together and they have different modes of operation, different functions, or different 
effects (MPEP § 806.04, MPEP § 808.01). In the instant case the media of Groups III 
and IV are not capable of use or production of the crystals or protein of Groups V-VI and 
X. Further, the instructions on the media of Groups III and IV are not directed to design, 
make or use the crystals or protein of Groups V-VI and X. For these reasons, the 
Groups are not related. 

Neither of Inventions III or IV is related to Invention VII. The computer readable 
media of Groups III and IV is not limited to run the method of Group VII, nor to comprise 
instructions similar to the method of Group VII. The method of Group VII is not limited 
to be one run by instruction on the medium of either of Groups III or IV. Thus, Group VII 
is not related to either of Inventions III or IV. 
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Inventions III and IV are unrelated. The product of each Group is directed to 
comprise a different set of instructions which would produce different results. As the 
products of each Group, by virtue of the instructions thereon, has different modes of 
operation, different functions, and different effects, the Groups are unrelated. 

Groups V, VI, and X are separate and distinct. The product of each Group is 
limited to be a different structure from the product of any other Group. Although a 
portion of each structure is similar, the claims of each Groups are specifically directed to 
comprise different elements within the entirety of the claimed structure. As the 
structures are different, they would be expected to have different biochemical properties 
and to behave differently is methods of use. As each Group is directed to a separate 
and distinct product, the Groups are not related. 

Invention VII is not related to any of Inventions V-VI or X. None of the products 
of Groups V-VI and X is limited to be one made by, designed by, or used in the method 
of Group VII. Similarly, the method of Group VII does not recite design, production, or 
use of any of the products of Groups V-VI or X. As the products of Groups V-VI and X 
are not capable of use in the method of Group VII, they are not related to Group VII. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification and their 
recognized divergent subject matter, restriction for examination purposes as indicated is 
proper. 
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Further, these inventions are distinct for the reasons given above and the search 
required for any one Group is not required for any other Group, therefore restriction for 
examination purposes as indicated is proper. 

This application contains claims directed to patentably distinct species of the 
claimed invention, as set forth below. 

If Group I is elected, then applicant is further required to elect from each of the 
following species: 

(A) a test compound which is an agonist, or is an antagonist; 

(B) a single nuclear receptor; e.g. from those recited in claims 1 1 and 16; 

If Group II or Group IV is elected, then applicant is further required to elect a 
single nuclear receptor; e.g. from those recited in claims 31 and 41 . 

If Group VII is elected, then applicant is further required to elect from each of 
the following species: 

(A) a chemical modification which enhances a an interaction (e.g. claim 55), or 

which reduces an interaction (e.g. claim 56); 

(B) a single nuclear receptor; e.g. from those recited in claim 57; 

(C) a single ligand (see e.g. claims 61 , 64, 66). 

If Group VIII is elected, then applicant must further elect a ligand which is an 
agonist or antagonist . 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claim 40 is generic. 
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Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marjorie A. Moran whose telephone number is (571) 
272-0720. The examiner can normally be reached on Mon. to Wed, 7:30-4; Thurs 7:30- 
6; Fri 7-1 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on (571)272-0722. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



872-9306. 



Marjorie A. Moran 
Primary Examiner 
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